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FINAL REJECTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 24, 58, 60-61 , 64-65, 67-68, 71-72, 74-75, 78-79, and 81-82 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Koyama (US 6,556,234) in view of 
Wen (US 5,915,858). 

With regard to claim 24, Koyama discloses an apparatus for writing a visible 
image pattern onto an unrecorded area of an optical recording medium, the apparatus 
comprising a driving component for driving the optical recording medium (the driving 
component being inherent to the apparatus driving the disc during writing of a visible 
image pattern), and a writing component (the same laser as the recording means 13 or 
an additional laser scanning, not shown) (col. 3, lines 8-10) for forming a visible image 
pattern (7) by irradiating of light on a recording layer formed in the optical recording 
medium to generate a change in optical characteristic of the recording layer where pits 
are formed with the light as compared to a pit-less portion where pits are not formed 
(col. 2, lines 42-58) (col. 4, lines 1-12), a data generating component (i.e., image 
processing box 9) for generating character data to produce image data for forming the 
visible image pattern, wherein said writing component modulates the light based on 
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said image data produced from said character data and irradiates the modulated light 
on the recording layer (col. 3, lines 8-10), an editing component for editing said image 
data produced from said character data (the image processing 9 processes the image 
pattern by varying the size and the number in accordance with the space available for 
recording the image pattern) (col. 3, lines 44-46), a reading component (e.g., using a 
light source and an optical reading head, not shown) for optically reading information 
already recorded in said recording layer of said optical recording medium (col. 2, lines 
30-37), wherein said editing component obtains a width of an unrecorded area in said 
recording layer based on information read by said reading component or reflected light 
quantity from said optical recording medium (in box 8 of Fig. 3, the non recorded 
annular data area or particularly the radial width 6 of the non recorded data area of the 
disc is determined based on the difference in the reflectance between the information 
recording area and the non recorded data area to the edge of the disc) (col. 3, lines 26- 
31), compares in size said visible image pattern by said image data with said 
unrecorded area (the determined patterns varied in size and number, and the space 
available in the non recorded data area forms the basis for processing the determined 
pattern to be performed in box 9) (col. 3, lines 42-46), and automatically edits said 
image data for forming the visible image pattern so that the visible image pattern does 
not extend beyond said unrecorded area (the size of the determined pattern being 
edited in box 9 in accordance with the space available in the non recorded data area, 
i.e., to lie within the delimitations of the non recorded data area) (col. 2, lines 59-63) 
(col. 3, lines 42-46). 
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With regard to claim 71 , Koyama again teaches a writing component for forming 
a pit-art recording of visible image pattern in the non recorded area of the recording 
layer of the disc with pits formed by irradiation of a writing light beam in addition to the 
data recording based on an input data as ordinary data within the recorded area (5), 
the writing component can be configured with a single laser source or two separate 
laser sources (col. 3, lines 1-11). 

The method claims 64 and 78 are deemed to be clearly anticipated by functions 
of the above structures. 

Although Koyama indicates that the determined pattern being inputted (col. 3, 
lines 32-33), Koyama does not however explicitly disclose the data acquiring 
component for acquiring the visible image pattern, the data acquiring component 
automatically acquiring the character data from an optical or electrical signal source 
such as a CD. 

Wen discloses a CD label printing system wherein the character data for forming 
the label is automatically retrieved during the process by the computer (60) from the 
computer disk (84), which comprises an optical disc, and from a remote storage device 
(74) such as internet via communication means (76), which can be cables or radio 
transmitters (col. 6, lines 6-33). 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify the device of Koyama by incorporating the data 
acquiring component for retrieving the character data for forming the CD label from an 
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external device such as an compact disc as taught by Wen. The motivation for doing 
so would have been to allow the import of the visual patterns to create custom labels. 

With regard to claims 58, 65, 72 and 79, Koyama further teaches a preview 
image generating part (a display, not shown) for generating a preview image of the 
visible image pattern formed by use if said image data automatically edited (the 
determined patterns are processed and shown to the user) (col. 3, lines 32-34). 

3. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Koyama 
in view of Wen and Nimura et al. (US 5,023,728). 

Koyama in view of Wen discloses all the basic limitations of the claimed invention 
(please refer to the above paragraph 2 for the rejection of the similar claimed 
limitations) except for the prohibition of the formation of the visible image pattern when 
the width of the unrecorded area of the recording medium is found smaller than the 
width of the visible image pattern. 

Regardless, Nimura et al. discloses an image processing and recording 
apparatus including a means for prohibiting the recording operation when the 
remaining amount of the recording sheet is smaller than the image size to be recorded 
as it is detected and displayed to the user (col. 2, lines 15-19). 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to implement the inhibition of the image formation 
operation in the device of Koyama when the detected image recording area is smaller 
than the size of the image to be formed as taught by Nimura et al. The motivation for 
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doing so would have been to prevent unnecessary image forming operation, which 
would otherwise result in a poor printing. 

4. Claims 59, 66, 73 and 80 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Koyama in view of Wen, as applied to claims 24, 58, 64-65, 71-72, 
78-79 above, and further in view of Nimura et al. 

Koyama in view of Wen discloses all the basic limitations of the claimed invention 
except for the prohibition of the formation of the visible image pattern when the width of 
the unrecorded area of the recording medium is found smaller than the width of the 
visible image pattern. 

Regardless, Nimura et al. discloses an image processing and recording 
apparatus including a means for prohibiting the recording operation when the 
remaining amount of the recording sheet is smaller than the image size to be recorded 
as it is detected and displayed to the user with the option of canceling the recording 
operation (col. 2, lines 15-19) (Fig. 13). 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to implement the inhibition of the image formation 
operation in the device of Koyama when the detected image recording area is smaller 
than the size of the image to be formed as taught by Nimura et al. The motivation for 
doing so would have been to prevent unnecessary image forming operation, which 
would otherwise result in a poor printing. 
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5. Claims 61-63, 68-70, 75-77 and 82-84 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kayama in view of Wen, as applied to claims 24, 60, 64, 67, 
71, 74, 78, 81 above, and further in view of Wilkins (US 6,788,812). 

Kayama in view of Wen discloses all the basic limitations of the claimed invention 
except for the optical or electrical signal source being from a television tuner whose 
output signal is a communication satellite or broadcast satellite. 

Wilkins discloses a method for acquiring, processing and printing a digital image, 
whose information data is provided by the image source such as a TV tuner, a set top 
box with satellite DSS or cable signal (col. 8, lines 7-30). 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to provide the device of Koyama with an image source 
such as the TV tuner as taught by Wilkins. The motivation for doing so would have been 
to allow the device to retrieve image from a versatile number of image sources for 
producing customized labels of the disc. 

6. Claims 85-88 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Koyama in view of Wen, as applied to claims 24, 64, 71 , 78 above, and further in view 
of Inoue et al. (US 6,388,766). 

Koyama in view of Wen discloses all the basic limitations of the claimed invention 
except for the data acquiring component acquires said character data from the table-of- 
contents (TOC) data of a finalized CD-R. 
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Inoue et al. discloses a dubbing apparatus for recording information data on a 
disc as well as for printing a label on the disc D, the apparatus being provided with a 
data acquiring component for retrieving the information data as well as the character 
data for forming the label that describes the information data to be recorded from an 
external device such as from an external optical disc drive (45) and from the internet. 
Inoue et al. further teaches the character data being recorded in a predetermined sector 
of the TOC, to be read and display to the user (col. 28, line 66 to col. 29, line 7) (col. 29, 
line 66 to col. 30, line 13). 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify the device of Koyama by having the acquiring 
data component to acquire the character data from the table-of-contents of the optical 
disc as taught by Inoue et al. The motivation for doing so would have been to easily and 
accurately retrieve the needed character data recorded on the disc since the table-of- 
contents of the disc keeps track all the information related to the location and format of 
the recorded data on the disc. 

Response to Arguments 

7. Applicant's arguments with respect to claims 24-25 and 58-88 have been 
considered but are moot in view of the new grounds of rejection. 
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Conclusion 

8. Applicant's amendment, which changed the scope of the claims, necessitated the 
new grounds of rejection presented in this Office action. Accordingly, THIS ACTION IS 
MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai C. Pham whose telephone number is (571) 272- 
2260. The examiner can normally be reached on M-F 8:30AM - 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vip Patel can be reached on (571) 272-2458. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



HAI PHAM 
PRIMARY EXAMINER 



October 10, 2006 



